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REMARKS 

Election 

This Is a full and timely response to the outstanding non-final Office action mailed 
December 1 , 2006. The Examiner has required the Applicants to elect to prosecute one of five 
(sic, 6) groups of species identified in the Office Action. In response to the restriction 
requirement, Applicants elect to prosecute the claims of Species 1 , con-esponding at least to 
claims1-10 and 31-33, with traverse, as set out hereafter. Applicants respectfully request, 
however, that the Examiner reconsider the restriction requirement. 

The Restriction Requirement is improper 

First, Applicants believe that in the interests of equity and fairness, they should be allowed 
to pursue all claims without having to vet again , and after payment of an additional fee for a 
Request for Continued Examination (RCE), elect only certain claims to be examined. Applicants 
were already forced by the Examiner to choose between its systems and methods claims earlier 
in the prosecution. Now, having selected only system claims, which severely places Applicants at 
a cost disadvantage. Applicants are receiving a restriction requirement with respect to specific 
types of system claims. Additionally, Applicants have just paid an extra fee for continued 
examination of the patent application, only to be facing yet another restriction requirement simply 
because all non-withdrawn independent claims have been amended and new system claims have 
been added. With respect to the interests of equity and fairness, it should be noted that: 
(1) Applicants simply amended the claims to include subject matter that makes the claims 
allowable; and (2) a search had already been performed, even before the payment of the current 
RCE fee on that subject matter. No new matter was added by Applicants' last set of claim 
amendments. 

Second, as provided in 35 U.S.C. § 121, restriction to one of two or more claimed 
inventions is proper only if the inventions are "independent and distinct." In its discussion of the 



2 



Serial No.: 10/678,564 
Art Unit: 1773 

propriety of restrictions, IVIPEP § 803 furtlier provides that if search and examination of two or 
more inventions can be made without "serious burden," the Examiner must examine them on 
the merits even if the claims are directed to distinct or independent inventions. In the present 
case, the alleged Species 1-5 (erroneously asserted as six species In the Office Action) 
although not necessarily obvious in view of each other, are very similar in subject matter. More 
specifically, every single claims pertains to a solid free-form fabrication system for producing a 
three-dimensional object, comprising: a build material having nanofiller particulates dispersed 
therein; a dispensing system adapted to dispense the build material; and a curing system 
adapted to harden the build material after being dispensed. Indeed, there is much overlapping 
material in the claims, which each claim differing only in the description of the nanofiller 
particulates and/or the build material. For this reason, Applicants respectfully submit that the 
inventions described in these claims are not "independent" as defined in MPEP § 803 and that 
the restriction requirement therefore is improper as between the alleged Species 1-5. Indeed, it 
appears that a search for the various components of the claimed system would be conducted 
within the same technology class. In such a situation, it clearly would not be overly 
burdensome on the Examiner to check for both of these "separate" species at the same time. 
Moreover, since the subject matter has already been searched, as indicated above, this weighs 
in favor of there not being a serious burden on the Examiner to search all non-withdrawn claims 
at the same time. 

For at least the foregoing reasons, Applicants respectfully traverse the restriction 
requirement and respectfully request the Examiner to examine the claims of the alleged Species 
1-5 together. Applicants expressly reserve the right to present the non-elected claims, or variants 
thereof, in continuing applications to be filed subsequent to the present application. 
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CONCLUSION 



If, in the opinion of the Examiner, a telephone conference would expedite the examination 
of this matter, the Examiner is invited to call the undersigned attorney at (770) 933-9500. 



THOMAS, KAYDEN, 
HORSTEMEYER & RISLEY, L.L.P. 

Suite 1750 

100 Galleria Parkway N.W. 
Atlanta, Georgia 30339 
(770) 933-9500 



Respectfully submitted, 




Registration No. 46,033 
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